10/25/2006 Amendment in Response to Office Action for U.S. Ser. No. 10/784,369 

REMARKS 

The following remarks are presented in response to the statements in the 
Office Action, and are correspondingly numbered. 

1 . The Office Action has discounted the Rule 131 Declarations of Philip R. 
Raymond (the Applicant) and Gary S. Engelson, a patent attorney who was 
previously in the employ of the Applicant. As a result, the Office Action has 
deemed said declarations to be ineffective in overcoming U.S. Patent Application 
Publication Number US 2003/0023736 Al (hereafter "Abkemeier Application") 
filed by Abkemeier. 

The two grounds of rejection by the Office Action are: 1) "[t]he evidence 
submitted is insufficient to establish a conception of the invention prior to the 
effective date of the Abkemeier reference;" and 2) "the evidence submitted is 
insufficient to establish diligence from a date prior to the date of reduction to 
practice of the Abkemeier reference to either a constructive reduction to practice or 
an actual reduction to practice." The Office Action strictly relies upon the 
language of the MPEP, including reference to the case of Mergenthaler v. Scudder, 
1897 CD. 724, 81 O.G. 1417 (D.C. Cir. 1897). 
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The Applicant hereby submits that this is an incorrect assessment of the 

Applicant's submitted Rule 131 Declarations. Further, the Applicant respectfully 

avers that said Declarations do indeed support the elements of the broad claims of 

the present invention. Indeed, the Manual of Patent Examining Procedure 

("MPEP") Section 715.02 states in part: 

... a 37 CFR 1.131 affidavit is not insufficient merely because 
it does not show the identical disclosure of the reference(s) or the 
identical subject matter involved in the activity relied upon. If the 
affidavit contains facts showing a completion of the invention 
commensurate with the extent of the invention as claimed is shown in 
the reference or activity, the affidavit or declaration is sufficient, 
whether or not it is a showing of the identical disclosure of the 
reference or the identical subject matter involved in the activity. See 
In re Wakefield, 422 F.2d 897, 164 USPQ 636 (CCPA 1970). 

The same section of the MPEP continues, stating: 

Even if applicant's 37 CFR 1.131 affidavit is not fully commensurate 
with the rejected claim, the applicant can still overcome the rejection 
by showing that the differences between the claimed invention and 
the showing under 37 CFR 1.131 would have been obvious to one of 
ordinary skill in the art, in view of applicant's 37 CFR 1.131 
evidence, prior to the effective date of the references) or the activity. 
Such evidence is sufficient because applicant's possession of what is 
shown carries with it possession of variations and adaptations which 
would have been obvious, at the same time, to one of ordinary skill in 
the art. However, the affidavit or declaration showing must still 
establish possession of the invention (i.e., the basic inventive 
concept) and not just of what one reference (in a combination of 
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applied references) happens to show, if that reference does not itself 
teach the basic inventive concept. In re Spiller, 500 F.2d 1 170, 
182 USPQ 614 (CCPA 1974). 

A comparison of the aforementioned Rule 131 Declarations with the 
language of Claim 1 of the present application yields the following: A method of 
regulating electronic communications (See Exhibit A of the Declaration of Philip 
R. Raymond, dated January 16, 1998, which clearly discloses a method of 
regulating unwanted telephone calls, faxes, e-mail and other electronic 
communication), said method comprising the steps of: a) receiving a 
communication from a sender for a designated recipient (See Exhibit A of the 
Declaration of Philip R. Raymond, which states under item (c) As a mechanism for 
dealing with email 'spam, ' the phrase "email from'*); b) comparing sender identity 
indicia attached to said communication with stored sender identity indicia in a 
database under the control of said recipient (this is a logical implementation of 
automatically determining that an address is unrecognized, as disclosed by Exhibit 
A of the Declaration of Philip R. Raymond); c) presenting said communication to 
said recipient for acceptance or rejection, when said sender identity indicia is 
determined to be acceptable in step b) (this is supported by the aforementioned 

-15 of 22- 

vanquish 1 divamend.doc 


10/25/2006 Amendment in Response to Office Action for U.S. Ser. No. 10/784,369 

Declaration Exhibit A, where it is stated "messages that [contain] a digital bond. . . 
and therefore proved that the sender has sufficient money on deposit or otherwise 
has demonstrated credible risk, will be allowed into the protected recipient's 
box. ..."); d) sending a return message to said sender indicating that a bond must be 

» 

posted when said sender identity indicia is not determined to be acceptable in step 

b), and that money associated with said bond shall be forfeited if said 

communication is presented to said recipient and said recipient rejects said 

communication (See Exhibit A of the Declaration of Philip R. Raymond, which 

states "unless the sending party has embedded or agrees to embed a signal digital 

token that confirms the existence of a cash liability or other meaningful penalty." 

Here, a sender cannot agree to post a bond or the like, unless the sender is 

informed that he or she must do so. It is clear from the plain meaning of the words 

'liability' and 'penalty* that forfeiture will follow if the recipient is dissatisfied 

with the communication); e) dissolving said bond when said recipient accepts said 

communication (it is clear from the context of Exhibit A of the Declaration of 

Philip R. Raymond, that such a system does not charge an absolute fee for the 

privilege of communicating with the recipient, but rather the bond or the like may 

be lost if the communication is not accepted. The bond is clearly, then dissolved, 
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if the communication is accepted, otherwise, the present invention would be an 
absolute cash system, as opposed to a bonded system); and f) causing the money 
associated with said bond to be forfeited when said recipient rejects said 
communication (Again, the bond or the like will be clearly forfeited as is its 
purpose, if the communication is deemed by the recipient to be undesirable, as 
shown in Exhibit A of the Declaration of Philip R. Raymond). 

The Applicant respectfully avers that the Declaration of Philip R. Raymond 
and its associated exhibits clearly show that the Applicant conceived the present 
invention well before the filing date of the Abkemeier Application. 

As to the contention that the Applicant failed to show diligence in reducing 

the present invention to practice, the Applicant states the following. While the 

Applicant did not actually file the completed provisional patent application back in 

1999 as confirmed by the narratives of the Declaration of the Applicant and the 

corroborating Declaration of patent attorney Gary Engelson, it is clear from the 

Applicant's Declaration that he continued to develop the idea, including 

aggressively participating in activities that led to establishing Vanquish, Inc., the 

assignee of the present application (See the Declaration of Philip R. Raymond, 

paragraph 13, for example). Those activities were important in providing the 
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infrastructure needed to move the invention to practical and commercial form by 
acquiring the necessary personnel and expertise to reduce the invention to practice, 
which the Applicant was unable to achieve on his own at the time. It is this 
activity rather that the unfilled provisional application upon which the Applicant 
earnestly relies to demonstrate diligence in reducing the invention to practice. 

The Applicant submits that where a concept is impractical to be reduced to 
practice by him, and that he nonetheless diligently pursues means and 
instrumentalities to cause the invention to be reduced to practice, his activity 
should be deemed to be sufficient for showing diligent reduction to practice. The 
cases regarding reduction to practice do not appear to favor either actual reduction 
or constructive reduction, and the Applicant is not aware of a case in which an 
applicant was penalized because he made progress toward constructive reduction 
to practice, but fell short, when he continued to actively pursue actually reducing 
the invention to practice. 

In conclusion, the Applicant's conception and diligent reduction to practice 

are supported and corroborated by the aforementioned declarations. Therefore, the 

Abkemeier Application is not an appropriate reference to maintain a rejection of 

the present application since the present invention was conceived in August of 
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1997, well in advance of the July 12, 2001 filing date of the Abkemeier 
Application, and since the Applicant has demonstrated diligence in reducing the 
invention to practice. 

2-3. The Applicant has amended the claims by canceling Claims 5 and 6. 
Consequently, the double patenting rejection based upon 35 U.S.C. §101 has been 
rendered moot. 

4-5. The Office Action has issued a non-statutory, obvious-type double patenting 
rejection of Claims 1 and 17, in view of U.S. Patent Number 6,697,462 also issued 
to the Applicant of the present application and also assigned to the same assignee 
of the present application. The Applicant proposes to file a Terminal Disclaimer 
prior to the close of the present prosecution to address this rejection, if the 
Applicant is successful in overcoming the remaining rejections. 
6-7. The Office Action has rejected Claims 1 -4, 7- 1 3, 1 5-20 and 23-3 1 under 35 
U.S.C. § 102(e) as being anticipated by the Abkemeier Application. The Applicant 
hereby reiterates the remarks in Section 1 above with respect to the Declarations 
submitted under 37 C.F.R. §1.131, and further avers that as a result, the Abkemeier 
Application cannot sustain the aforementioned rejection since it was filed well 
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after the conception of the Applicant's invention, and the Applicant has 

demonstrated that he diligently reduced the invention to practice. 

8. The Office Action has rejected Claims 32-35 under 35 U.S.C. § 1 02(e) as 

being anticipated by U.S. Patent Application Publication Number US 

2005/0144244 Al (hereafter "Landesmann Application") filed by Landesmann. 

The Applicant hereby reiterates the remarks in Section 1 above with respect to the 

Declarations submitted under 37 C.F.R. §1.131, and further avers that as a result, 

the Landesmann Application cannot sustain the aforementioned rejection since it 

was filed well after the conception of the Applicant's invention, and the Applicant 

has demonstrated that he diligently reduced the invention to practice. 

9-10. The Office Action has rejected Claim 14 under 35 U.S.C. §103(a) as being 

unpatentable over the Abkemeier Application in view of U.S. Patent Number 

6,587,550 (hereafter "Council Patent") issued to Council. The Applicant hereby 

reiterates the remarks in Section 1 above with respect to the Declarations submitted 

under 37 C.F.R. §1.131, and further avers that as a result, neither the Abkemeier 

Application nor the Council Patent can sustain the aforementioned rejection since 

both were filed well after the conception of the Applicant's invention, and the 

Applicant has demonstrated that he diligently reduced the invention to practice. 
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11. The Office Action has rejected Claims 2 1 and 22 under 35 U.S.C. § 1 03(a) as 
being unpatentable over the Abkemeier Application in view of the Landesmann 
Application. The Applicant hereby reiterates the remarks in Section 1 above with 
respect to the Declarations submitted under 37 C.F.R. §1.131, and further avers 
that as a result, neither the Abkemeier Application nor the Landesmann 
Application can sustain the aforementioned rejection since both were filed well 
after the conception of the Applicant's invention, and the Applicant has 
demonstrated that he diligently reduced the invention to practice. 

In view of the foregoing, the Applicant respectfully requests entry of the 
above amendments, a removal of the rejections, and an allowance of the present 
application. The Examiner is encouraged to contact the Applicant's attorney by 
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telephone regarding any matter connected with this application, if it will facilitate 
the issuance of a letters patent. 


Respectfully submitted, 


Vanquish, Inc. 


Date: October 25, 2006 



Gregory P. Gadson, Reg. No. 31,254 

Attorney for Applicant 

19375 Amber Way 

Noblesville,IN 46060 

Tel: (317) 773-9083; Fax: (317)770-7595 


Certificate of Mailing by First Class Mail 
I hereby certify that this paper (Response to Non-Final Office Action) is being deposited 
on 10/25/2006 with the U.S. Postal Service as first class mail under 37 CFR §1.8 and is 
addressed to the Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450. 



Signature of Person Mailing Correspondence 
Gregory P. Gadson 


Typed or Printed Name of Person Mailing Correspondence 
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